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DETAILED ACTION 

Status 

1 . This communication is in response to the application filed on December 29, 
2003. Claims 1-27 are pending and presented for examination. 

Information Disclosure Statement 

2. The information disclosure statement (IDS) submitted on March 14, 2007 was 
filed after the mailing date of the application on December 29, 2003. The 
submission is in compliance with the provisions of 37 CFR 1 .97. Accordingly, the 
information disclosure statement is being considered by the examiner. 

Claim Objections 

3. Claims 4, 1 3, and 22 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the 
claim(s) in proper dependent form, or rewrite the claim(s) in independent form. 
These claims indicate the limitation of the offer code data defining the format and 
content of an entry, and the Examiner understands that when a promotional offer is 
sent, it must indicate with the offer the defined format and content required for entry - 
otherwise it would not be a valid offer, but just a suggestion. Therefore, since the 
promotional offer code data is previously required these claims do not further limit 
their respective parent claims. 
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4. Claim 15 is objected to as being of improper dependent form because the claim 
is directed to a mobile phone (within the statutory class of machine or article of 
manufacture), whereas the parent claims are directed to a method (the statutory 
class of a process). It may be possible infringe claim 15 without infringing the 
method claims claim 15 depends from. The Examiner suggests amending the claim 
to direct it to the "method of claim 14." 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 1-3, 10-12, and 19-21 are rejected under 35 U.S.C. 112, second 

paragraph, as being indefinite for failing to particularly point out and distinctly claim 

the subject matter which applicant regards as the invention. The term "pre- 

provisioned" is used (second element of claims 1,10 and 19; lines 1-2 of claims 2-3, 

11-12, 20-21 ), but the Examiner is uncertain what the provisioning is prior to: is it 

prior to phone use, prior to providing the phone, or prior to accepting or entering the 

offer to a sponsor? For examination purposes, the Examiner will interpret this to 

mean that the promotion code is provided prior to the use of the code. 



6. Claims 19 and 23 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 



Application/Control Number: 10/707,638 Page 4 

Art Unit: 3622 

which applicant regards as the invention. Claims 19 and 23 use "means for" 
language and disclosure paragraph 0028 indicates a desire for this language to 
invoke 35 USC § 12, sixth paragraph, as a means-plus-function interpretation, 
however, in order to properly invoke 35 USC § 12, sixth paragraph, the disclosure 
must define the structures or materials, and equivalents, associated with that 
function. Please see MPEP § 2106(II)(C). The Examiner notes that there is no 
express, implied, or inherent definition to the functions associated with the "means 
for" language of these claims, therefore 35 USC § 12, sixth paragraph, is not 
invoked. For examination purposes, the Examiner will interpret this to mean that any 
structure that may perform the respective function is equivalent. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

7. Claims 10-18 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Based on Supreme Court precedent, a method/process claim must 1) be tied to 
another statutory class of invention (such as a particular apparatus) (see at least 
Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Rook, 437 U.S. 584, 588 n.9 
(1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 
780, 787-88 (1876)) or (2) transform underlying subject matter (such as an article or 
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materials) to a different state or thing (see at least Gottschalk v. Benson, 409 U.S. 
63, 71 (1972)). A method/process claim that fails to meet one of the above 
requirements is not in compliance with the statutory requirements of 35 U.S.C. 101 
for patent eligible subject matter. 

As to claim 10, it claims fails to meet the above requirements because the steps 
are neither tied to another statutory class of invention (such as a particular 
apparatus) nor physically transform underlying subject matter (such as an article or 
materials) to a different state or thing. Claim 10 recites steps of inputting, accessing, 
associating, constructing, and transmitting, however, inputting, accessing and 
transmitting are extra-solution activities that do not tie a method to a particular 
machine or apparatus, and the associating and constructing steps are not positively 
recited as performed by the machine or apparatus (here, a mobile phone). 
Therefore, the method is not tied to the machine or apparatus, and since no 
transformation of matter is occurring, claim 10 is directed to non-statutory subject 
matter. 

Claims 11-18 depend from claim 10, but do not resolve the above issue; 
therefore these claims are also directed to non-statutory subject matter. 

The Examiner suggests, in order to rectify this issue, amending claim 10 to 
indicate (assuming that it is within the inventors original conception, and that there is 
disclosure support) that the mobile phone is performing the associating and/or the 
constructing - preferably automatically performed by the phone, but certainly NOT 
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performed by a user of the phone. In explanation: if the user could be performing 
those steps, then the device (phone) is considered a general purpose device that is 
no different from other devices, therefore the method is not tied to that particular 
device. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a 
printed publication in this or a foreign country, before the invention thereof by the applicant for a 
patent. 

(e) the invention was described in (1) an application for patent, published under section 122(b), 
by another filed in the United States before the invention by the applicant for patent or (2) a 
patent granted on an application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international application filed under the treaty 
defined in section 351(a) shall have the effects for purposes of this subsection of an application 
filed in the United States only if the international application designated the United States and 
was published under Article 21(2) of such treaty in the English language. 



8. Claims 1, 4-5, 7, 10, 13-14, 16, 19, 22-23, and 25 are rejected under 35 
U.S.C. 102(a) and (e) as being anticipated by Barenbaum et al. (U.S. Patent 
Application Publication No. 2001/0039514, hereafter Barenbaum). 



Please note that, as a convenience to applicant, the Examiner has pointed out, 
by bolding, optional or intended use language, and included a note as to the 
ramifications of such language below. 
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Claim 1: Barenbaum discloses a mobile phone having a software application for 
participating in a promotional offer, said mobile phone comprising: 

a processor (paragraph 0042, display the identifier; the Examiner notes that there 
must be a processor in order to direct the retaining and displaying; citation hereafter 
by number only); 

a processor readable storage medium (0042, display the identifier; the Examiner 
notes that there must be storage in order to retain for display); 

code recorded in the processor readable storage medium to input a promotional 
offer code into the mobile phone (0010, 0037, digital deal code); 

code recorded in the processor readable storage medium to access promotional 
offer code data that has been pre-provisioned in the mobile phone (0010, address; 
0034, register and other specific data and mobile number; 0035, input data 
provided); 

code recorded in the processor readable storage medium to associate an input 
promotional offer code with corresponding promotional offer code data (0034, enable 
communication; 0037, communicate code to receive incentive); 

code recorded in the processor readable storage medium to construct a 
promotional offer entry based on promotional offer code data that corresponds to a 
promotional offer code (0037, 0026); and 

code recorded in the processor readable storage medium to transmit the 
promotional offer entry to a promotional sponsor (0037). 
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Claim 4: Barenbaum discloses the mobile phone of claim 1 wherein the 
promotional offer code data defines the format and content of a promotional offer 
entry (0037). 

Claim 5: Barenbaum discloses the mobile phone of claim 4 wherein the code 
recorded in the processor readable storage medium to construct a specific 
promotional offer entry comprises: 

code recorded in the processor readable storage medium to create a message 
addressed to the promotional sponsor in the format described by the promotional 
offer code data (0037, 0039); and 

code recorded in the processor readable storage medium to include the content 
described by the promotional offer code data in the message (0037, 0039; the 
Examiner understands that the digital deal code being sent back with the entry is all 
the format and content required for valid entry). 

Claim 7: Barenbaum discloses the mobile phone of claim 5 wherein the format of 
the promotional offer entry described by the promotional offer code data is an SMS 
message (0037, short messaging service). 

Claim 10: Barenbaum discloses a method by which a mobile phone can 
participate in a promotional offer, said method comprising: 
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inputting a promotional offer code into the mobile phone (0010, 0037, digital deal 
code); 

accessing promotional offer code data that has been pre-provisioned in the 
mobile phone (0010, address; 0034, register and other specific data and mobile 
number; 0035, input data provided); 

associating an input promotional offer code with corresponding promotional offer 
code data (0034, enable communication; 0037, communicate code to receive 
incentive); 

constructing a promotional offer entry based on promotional offer code data that 
corresponds to a promotional offer code (0037, 0026); and 

transmitting the promotional offer entry to a promotional sponsor (0037). 

Claim 13: Barenbaum discloses the method of claim 10 wherein the promotional 
offer code data defines the format and content of a promotional offer entry (0037). 

Claim 14: Barenbaum discloses the method of claim 13 wherein constructing a 
specific promotional offer entry comprises: 

creating a message addressed to the promotional sponsor in the format 
described by the promotional offer code data (0037, 0039); and 

including the content described by the promotional offer code data in the 
message (0037, 0039; the Examiner understands that the digital deal code being 
sent back with the entry is all the format and content required for valid entry). 
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Claim 16: Barenbaum discloses the method of claim 14 wherein the format of the 
promotional offer entry described by the promotional offer code data is an SMS 
message (0037, short messaging service). 

Claim 19: Barenbaum discloses a mobile phone for participating in a promotional 
offer, said mobile phone comprising: 

means for inputting a promotional offer code into the mobile phone (0010, 0037, 
digital deal code); 

means for accessing promotional offer code data that has been pre-provisioned 
in the mobile phone (0010, address; 0034, register and other specific data and 
mobile number; 0035, input data provided); 

means for associating an input promotional offer code with corresponding 
promotional offer code data (0034, enable communication; 0037, communicate code 
to receive incentive); 

means for constructing a promotional offer entry based on promotional offer code 
data that corresponds to a promotional offer code (0037, 0026); and 

means for transmitting the promotional offer entry to a promotional sponsor 
(0037). 
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Claim 22: Barenbaum discloses the mobile phone of claim 19 wherein the 
promotional offer code data defines the format and content of a promotional offer 
entry (0037). 

Claim 23: Barenbaum discloses the mobile phone of claim 22 wherein 
constructing a specific promotional offer entry comprises: 

means for creating a message addressed to the promotional sponsor in the 
format described by the promotional offer code data (0037, 0039); and 

means for including the content described by the promotional offer code data in 
the message (0037, 0039; the Examiner understands that the digital deal code being 
sent back with the entry is all the format and content required for valid entry). 

Claim 25: Barenbaum discloses the mobile phone of claim 23 wherein the format 
of the promotional offer entry described by the promotional offer code data is an 
SMS message (0037, short messaging service). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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9. Claims 2-3, 6, 8-9, 11-12, 15, 17-18, 20-21, 24, and 26-27 are rejected under 
35 U.S.C. 103(a) as being unpatentable over Barenbaum. 



Claim 2: Barenbaum discloses the mobile phone of claim 1 wherein the pre- 
provisioned promotional offer code data that resides in the mobile phone was sent to 
the mobile phone via an over-the-air (OTA) process. Barenbaum, however, teaches 
providing device address (0010), mobile numbers (0034), and client input data 
(0035) as identifiers, and the Examiner understands that the address and numbers 
are generally flashed or placed in memory when the phone is activated, and the 
client input data would generally be part of the initial offer information sent via 
wireless communication to the user. The Examiner understands that providing the 
promotional offer code data via an OTA process or manufacturer embedding are 
each one of but a limited number of predictable ways to provide the data to the 
mobile phone. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to combine the promotional offer data of Barenbaum with the client 
input data of Barenbaum in order to provide the data to the mobile phone via an 
OTA process. 

The rationale for combining in this manner is that OTA provision is one of a 
limited number of predictable ways of providing the promotion offer code data to the 
mobile phone. 
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Claim 3: Barenbaum discloses the mobile phone of claim 1 , but does not 
explicitly disclose wherein the pre-provisioned promotional offer code data that 
resides in the mobile phone was embedded into the mobile phone by the 
manufacturer. Barenbaum, however, teaches providing device address (0010), 
mobile numbers (0034), and client input data (0035) as identifiers, and the Examiner 
understands that the address and numbers are generally flashed or placed in 
memory when the phone is activated, and the client input data would generally be 
part of the initial offer information sent via wireless communication to the user. The 
Examiner understands that providing the promotional offer code data via an OTA 
process or manufacturer embedding are each one of but a limited number of 
predictable ways to provide the data to the mobile phone. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to combine the promotional offer data of Barenbaum with the client 
input data of Barenbaum in order to provide the data to the mobile phone via a 
manufacturer embedding process. 

The rationale for combining in this manner is that manufacturer embedding is one 
of a limited number of predictable ways of providing the promotion offer code data to 
the mobile phone. 



Claim 6: Barenbaum discloses the mobile phone of claim 5, but does not 
explicitly disclose wherein the code recorded in the processor readable storage 
medium to construct a specific promotional offer entry further comprises: code 
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recorded in the processor readable storage medium to encrypt the message. 
Barenbaum, however, teaches assigning a unique identifier or authorization code to 
each digital deal in order to track and verify the deals (0039). The Examiner 
understands encrypting to be a means of verification and assuring privacy, therefore 
it is a design choice as whether to encrypt and/or to use unique identifiers to either 
assure privacy or verify identities or deals offered. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to combine the promotional offer data of Barenbaum with the unique 
identifier and authorization code of Barenbaum in order to encrypt the promotional 
offer entry message. 

The rationale for combining in this manner is that using encryption is a design 
choice regarding verification and privacy. 

Claim 8: Barenbaum discloses the mobile phone of claim 5, but does not 
explicitly disclose wherein the format of the promotional offer entry described by the 
promotional offer code data is an MMS message. Barenbaum, however, teaches 
text and short message service entry (0037), responses that may include logos 
(0028, 0042) and bar codes (0039), and email alerts (0023) as communication 
types. The Examiner understands that SMS, MMS and e-mail are each one of but a 
limited number of ways to accomplish communication via a mobile phone. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to combine the mobile phone promotional offer of Barenbaum with 
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the various types of communications of Barenbaum in order to provide the 
promotional offer entry to be an MMS message. 

The rationale for combining in this manner is that MMS is but one of a limited 
number of predictable types of communication when using a mobile phone. 

Claim 9: Barenbaum discloses the mobile phone of claim 5, but does not 
explicitly disclose wherein the format of the promotional offer entry described by the 
promotional offer code data is an e-mail message. Barenbaum, however, teaches 
text and short message service entry (0037), responses that may include logos 
(0028, 0042) and bar codes (0039), and email alerts (0023) as communication 
types. The Examiner understands that SMS, MMS and e-mail are each one of but a 
limited number of ways to accomplish communication via a mobile phone. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to combine the mobile phone promotional offer of Barenbaum with 
the various types of communications of Barenbaum in order to provide the 
promotional offer entry to be an e-mail message. 

The rationale for combining in this manner is that e-mail is but one of a limited 
number of predictable types of communication when using a mobile phone. 

Claim 1 1 : Barenbaum discloses the method of claim 1 0, but does not explicitly 
disclose wherein the pre-provisioned promotional offer code data that resides in the 
mobile phone was sent to the mobile phone via an over-the-air (OTA) process. 
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Barenbaum, however, teaches providing device address (0010), mobile numbers 
(0034), and client input data (0035) as identifiers, and the Examiner understands 
that the address and numbers are generally flashed or placed in memory when the 
phone is activated, and the client input data would generally be part of the initial offer 
information sent via wireless communication to the user. The Examiner understands 
that providing the promotional offer code data via an OTA process or manufacturer 
embedding are each one of but a limited number of predictable ways to provide the 
data to the mobile phone. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to combine the promotional offer data of Barenbaum with the client 
input data of Barenbaum in order to provide the data to the mobile phone via an 
OTA process. 

The rationale for combining in this manner is that OTA provision is one of a 
limited number of predictable ways of providing the promotion offer code data to the 
mobile phone. 

Claim 12: Barenbaum discloses the method of claim 10, but does not explicitly 
disclose wherein the pre-provisioned promotional offer code data that resides in the 
mobile phone was embedded into the mobile phone by the manufacturer. 
Barenbaum, however, teaches providing device address (0010), mobile numbers 
(0034), and client input data (0035) as identifiers, and the Examiner understands 
that the address and numbers are generally flashed or placed in memory when the 
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phone is activated, and the client input data would generally be part of the initial offer 
information sent via wireless communication to the user. The Examiner understands 
that providing the promotional offer code data via an OTA process or manufacturer 
embedding are each one of but a limited number of predictable ways to provide the 
data to the mobile phone. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to combine the promotional offer data of Barenbaum with the client 
input data of Barenbaum in order to provide the data to the mobile phone via a 
manufacturer embedding process. 

The rationale for combining in this manner is that manufacturer embedding is one 
of a limited number of predictable ways of providing the promotion offer code data to 
the mobile phone. 

Claim 15: Barenbaum discloses the mobile phone of claim 14 wherein 
constructing a specific promotional offer entry further comprises encrypting the 
message. Barenbaum, however, teaches assigning a unique identifier or 
authorization code to each digital deal in order to track and verify the deals (0039). 
The Examiner understands encrypting to be a means of verification and assuring 
privacy, therefore it is a design choice as whether to encrypt and/or to use unique 
identifiers to either assure privacy or verify identities or deals offered. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to combine the promotional offer data of Barenbaum with the unique 
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identifier and authorization code of Barenbaum in order to encrypt the promotional 
offer entry message. 

The rationale for combining in this manner is that using encryption is a design 
choice regarding verification and privacy. 

Claim 17: Barenbaum discloses the method of claim 14, but does not explicitly 
disclose wherein the format of the promotional offer entry described by the 
promotional offer code data is an MMS message. Barenbaum, however, teaches 
text and short message service entry (0037), responses that may include logos 
(0028, 0042) and bar codes (0039), and email alerts (0023) as communication 
types. The Examiner understands that SMS, MMS and e-mail are each one of but a 
limited number of ways to accomplish communication via a mobile phone. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to combine the mobile phone promotional offer of Barenbaum with 
the various types of communications of Barenbaum in order to provide the 
promotional offer entry to be an MMS message. 

The rationale for combining in this manner is that MMS is but one of a limited 
number of predictable types of communication when using a mobile phone. 

Claim 18: Barenbaum discloses the method of claim 14, but does not explicitly 
disclose wherein the format of the promotional offer entry described by the 
promotional offer code data is an e-mail message. Barenbaum, however, teaches 
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text and short message service entry (0037), responses that may include logos 
(0028, 0042) and bar codes (0039), and email alerts (0023) as communication 
types. The Examiner understands that SMS, MMS and e-mail are each one of but a 
limited number of ways to accomplish communication via a mobile phone. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to combine the mobile phone promotional offer of Barenbaum with 
the various types of communications of Barenbaum in order to provide the 
promotional offer entry to be an e-mail message. 

The rationale for combining in this manner is that e-mail is but one of a limited 
number of predictable types of communication when using a mobile phone. 

Claim 20: Barenbaum discloses the mobile phone of claim 19, but does not 
explicitly disclose wherein the pre-provisioned promotional offer code data that 
resides in the mobile phone was sent to the mobile phone via an over-the-air (OTA) 
process. Barenbaum, however, teaches providing device address (0010), mobile 
numbers (0034), and client input data (0035) as identifiers, and the Examiner 
understands that the address and numbers are generally flashed or placed in 
memory when the phone is activated, and the client input data would generally be 
part of the initial offer information sent via wireless communication to the user. The 
Examiner understands that providing the promotional offer code data via an OTA 
process or manufacturer embedding are each one of but a limited number of 
predictable ways to provide the data to the mobile phone. 
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Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to combine the promotional offer data of Barenbaum with the client 
input data of Barenbaum in order to provide the data to the mobile phone via an 
OTA process. 

The rationale for combining in this manner is that OTA provision is one of a 
limited number of predictable ways of providing the promotion offer code data to the 
mobile phone. 

Claim 21 : Barenbaum discloses the mobile phone of claim 19, but does not 
explicitly disclose wherein the pre-provisioned promotional offer code data that 
resides in the mobile phone was embedded into the mobile phone by the 
manufacturer. Barenbaum, however, teaches providing device address (0010), 
mobile numbers (0034), and client input data (0035) as identifiers, and the Examiner 
understands that the address and numbers are generally flashed or placed in 
memory when the phone is activated, and the client input data would generally be 
part of the initial offer information sent via wireless communication to the user. The 
Examiner understands that providing the promotional offer code data via an OTA 
process or manufacturer embedding are each one of but a limited number of 
predictable ways to provide the data to the mobile phone. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to combine the promotional offer data of Barenbaum with the client 
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input data of Barenbaum in order to provide the data to the mobile phone via a 
manufacturer embedding process. 

The rationale for combining in this manner is that manufacturer embedding is one 
of a limited number of predictable ways of providing the promotion offer code data to 
the mobile phone. 

Claim 24: Barenbaum discloses the mobile phone of claim 23, but does not 
explicitly disclose wherein constructing a specific promotional offer entry further 
comprises encrypting the message. Barenbaum, however, teaches assigning a 
unique identifier or authorization code to each digital deal in order to track and verify 
the deals (0039). The Examiner understands encrypting to be a means of 
verification and assuring privacy, therefore it is a design choice as whether to 
encrypt and/or to use unique identifiers to either assure privacy or verify identities or 
deals offered. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to combine the promotional offer data of Barenbaum with the unique 
identifier and authorization code of Barenbaum in order to encrypt the promotional 
offer entry message. 

The rationale for combining in this manner is that using encryption is a design 
choice regarding verification and privacy. 
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Claim 26: Barenbaum discloses the mobile phone of claim 23, but does not 
explicitly disclose wherein the format of the promotional offer entry described by the 
promotional offer code data is an MMS message. Barenbaum, however, teaches 
text and short message service entry (0037), responses that may include logos 
(0028, 0042) and bar codes (0039), and email alerts (0023) as communication 
types. The Examiner understands that SMS, MMS and e-mail are each one of but a 
limited number of ways to accomplish communication via a mobile phone. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to combine the mobile phone promotional offer of Barenbaum with 
the various types of communications of Barenbaum in order to provide the 
promotional offer entry to be an MMS message. 

The rationale for combining in this manner is that MMS is but one of a limited 
number of predictable types of communication when using a mobile phone. 

Claim 27: Barenbaum discloses the mobile phone of claim 23, but does not 
explicitly disclose wherein the format of the promotional offer entry described by the 
promotional offer code data is an e-mail message. Barenbaum, however, teaches 
text and short message service entry (0037), responses that may include logos 
(0028, 0042) and bar codes (0039), and email alerts (0023) as communication 
types. The Examiner understands that SMS, MMS and e-mail are each one of but a 
limited number of ways to accomplish communication via a mobile phone. 
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Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to combine the mobile phone promotional offer of Barenbaum with 
the various types of communications of Barenbaum in order to provide the 
promotional offer entry to be an e-mail message. 

The rationale for combining in this manner is that e-mail is but one of a limited 
number of predictable types of communication when using a mobile phone. 

1 0. A recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art 
structure is capable of performing the intended use, it meets the claim. See e.g. In 
re Collier, 158 USPQ 266, 267 (CCPA 1968) (where the court interpreted the 
claimed phrase "a connector member for engaging shield means" and held that the 
shield means was not a positive element of the claim since "[t]here is no positive 
inclusion of 'shield means' in what is apparently intended to be a claim to structure 
consisting of a combination of elements" and where the court interpreted the claimed 
phrase "said ferrule-forming member being crimpable onto said shield means" and 
held that the shield means was not a positive element of the claim since "[t]here is 
no positive inclusion of 'shield means' in what is apparently intended to be a claim to 
structure consisting of a combination of elements.... "[t]he ferrule or connector 
member is crimpable but not required, structurally, to be crimped .... These cannot 
be regarded as structural limitations and therefore not as positive limitations in a 
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claim directed to structure. They cannot therefore be relied on to distinguish from the 
prior art.") 

1 1 . Examiner has pointed out particular references contained in the prior arts of 
record in the body of this action for the convenience of the applicant. Although the 
specified citations are representative of the teachings in the art and are applied to 
the specific limitations within the individual claim, other passages and figures may 
apply as well. It is respectfully requested from the applicant, in preparing the 
response, to consider fully the entire references as potentially teaching all or part of 
the claimed invention, as well as the context of the passage as taught by the prior 
arts or disclosed by the examiner. 

Conclusion 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SCOTT D. GARTLAND whose telephone number is 
(571)270-5501 . The examiner can normally be reached on 7:30-6:00 EST Monday 
to Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on 571-272-6724. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273- 
8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571- 
272-1000. 
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